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Application Papers 
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DETAILED ACTION 
Specification 

1. The amendment filed 14 August 2007 is objected to under 35 U.S.C. 132(a) 
because it introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no 
amendment shall introduce new matter into the disclosure of the invention. The added 
material which is not supported by the original disclosure is as follows: is the labeling of 
the knife of the first cutting station with the number "3" thereby making the sentence 
"The knives 3 are pressed against the knife 13 during the cutting operation" on page 10 
lines 23-24 of the specification indefinite. It is unclear how the 1 st cutting station knife 
interacts with knife 13 and there is no support that this 1 st cutting station knife does 
interact with knife 13. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. To the degree the specification as a whole supports the claims even though the 
specific structure of the specification at issue is not claimed, claims 1-4, 6-11, and 14 
are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
enablement requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to enable one skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and/or use the invention. The 
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specification provides no support on how the newly labeled blade interacts with knives 
13. Using applicants newly submitted Figure 1 along with original Figure 2, it appears 
knives 13 are directly underneath the original labeled knives. Therefore, it is unclear 
how the newly labeled knife could interact with knives directly underneath the original 
knives. Applicant admits that this interaction is not shown. Also, the specification does 
not explain how the newly labeled knife interacts with knives 13, it is therefore unclear 
what structure allows the newly labeled knife to interact with knives that are directly 
underneath the original labeled knives. Especially since the newly labeled knife 
represent a cutting station that is separate from the original labeled knives. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-4, 6, 7, 10, and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ito (4,922,773) in view of Besemann (4,523,502) and in view of Boss 
(6,536,319). In regards to claim 1, Ito discloses the invention including a cutting station 
(12, 22, 49), a transport device (53) having a course of motion (Fig. 4), a first drive for 
driving the transport device (57), a stroke device (14 and 24) for moving knives (13 and 
23) in a knife motion for performing the trimming of the margins (Column 8 lines 20-25), 
a second drive for driving for driving the stroke device (Drive mechanism (not shown) in 
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Column 8 lines 20-21), and the first drive and the second drive being separate (57 is 
clearly independent from Drive mechanism (not shown)). 

In regards to claims 2 and 3, Ito discloses the cutting device is capable of 
trimming margins of joined/stitched-together sheets of paper (7). 

In regards to claim 4, Ito discloses the control system includes a first and second 
control unit (Fig. 6), the first drive being linked to the first control unit (Fig. 6), a second 
drive being linked to the second control unit (Fig. 6), and a connection linking the first 
control unit to the second control unit (73). 

In regards to claims 6 and 7, Ito discloses the first drive is connected by the first 
control unit and the second drive by the second control unit to a machine control unit 
(74) and the machine control unit had a human-machine interface (71 and 72). 

In regards to claim 10, the drives are motors (57 and drive mechanism) and at 
least one of the control units has a programmable logic controller (75 and 76). 

However, Ito discloses 2 separate drives and it could be assumed that the entire 
apparatus including the 2 separate drives are controlled by one central computer or 
power source especially since the cutter must be synchronized with the conveyor, 
however Ito fails to disclose this fact and therefore fails to disclose both drives being 
connected to the other via a control system for setting the course of motion of the 
transport device to the knife motion as a function of product format. 

Besemann teaches it is old and well known in the art of tools that include a 
transfer drive and a cutter drive to incorporate both drives being connected to the other 
via a control system for setting the course of motion of the transport device to the knife 



Application/Control Number: 09/848,583 Page 5 

Art Unit: 3724 

motion as a function of product format (Column 2 lines 30-37). Therefore, it would have 
been obvious to one of ordinary skill in the art, at the time of the invention to have 
provided Ito with one control for both drives, as taught by Besemann, to allow both 
drives to be controlled from the same station and because all claimed elements were 
known in the prior art and one skilled in the art could have combined the elements as 
claimed by known methods with no change in their respective function and the 
combination would have yielded predictable results. 

Also, Ito fails to disclose a first cutting station having a first cutting station having 
a first cutting knife, a second cutting station following the first cutting station in a 
transportation direction and receiving products from the first cutting station, the second 
cutting station having further cutting knives, the stroke device moves the knives of both 
stations, and the first cutting knife is perpendicular to the transport direction and the 
further knives are parallel to the transport direction, the first cutting station has a cutting 
knife, the second cutting station having cutting knives, and the first cutting knife is 
perpendicular to the transport direction and the further knives are parallel to the 
transport direction. 

Boss teaches it is old and well known in the art of three-sided trimmers to 
incorporate a first cutting station (A), a second cutting station following the first cutting 
station in a transportation direction and receiving products from the first cutting station 
(B), the stroke device moves the knives of both stations (69), the lead knife as 
perpendicular to the transport direction (2) followed by the two knives parallel to the 
transport direction (6, 6'). Therefore, it would have been obvious to one of ordinary skill 
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in the art, at the time of the invention, to have provided Ito with 2 cutting stations, as 
taught by Boss, because all claimed elements were known in the prior art and one 
skilled in the art could have combined the elements as claimed by known methods with 
no change in their respective function and the combination would have yielded 
predictable results. 

6. Claims 8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ito in view of Besemann and in view of Boss as applied to claims 1 and 4 above, and 
further in view of Cannon et al. (4,553,080). Ito in view of Besemann and in view of 
Boss disclose the invention including the first and second drives are motors (57 and 
drive mechanism in Ito). 

However, Ito in view of Besemann and in view of Boss fail to disclose position 
transducers connected to the first control unit and drive and to the second control unit 
and drive. Cannon et al teaches that it is old and well known to exchange encoders for 
position transducers (Background of the Invention). Therefore, it would have been 
obvious to one of ordinary skill in the art, at the time of the invention, to have provided 
Ito in view of Besemann and Boss with position transducers instead of encoders, as 
taught by Cannon et al., to provide more a less complex and cheaper apparatus and 
because all claimed elements were known in the prior art and one skilled in the art could 
have combined the elements as claimed by known methods with no change in their 
respective function and the combination would have yielded predictable results. 

Response to Arguments 
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7. Applicant's arguments with respect to claims 1-4, 6-10, and 14 have been 
considered but are moot in view of the new ground(s) of rejection. 

8. The specification does not provide any explanation with regards on how the 
newly labeled blade interacts with item 13. Applicant admits that this interaction is not 
shown. It is also noted that it is the amendment to Figure 1 that is considered the new 
matter (addition of reference numeral 3) 

Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason Prone whose telephone number is (571) 272- 
4513. The examiner can normally be reached on 8:00-5:30, Mon - (every other) Fri. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Boyer D. Ashley can be reached on (571) 272-4502. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
January 23, 2008 si 
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